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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on 27 February 2006 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 1-13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 60413 



Application/Control Number: 1 0/61 5,71 1 Page 2 

Art Unit: 1731 

DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
2/27/2006 has been entered. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof , may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



Claims 1-13 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
As indicated in MPEP 2173.05(p) II : 

A single claim which claims both an apparatus and the method steps of using the 
apparatus is indefinite under 35 U.S.C. 112, second paragraph. In Ex parte Lyell, 17 
USPQ2d 1548 (Bd. Pat. App. & Inter. 1990), a claim directed to an automatic 
transmission workstand and the method steps of using it was held to be ambiguous and 
properly rejected under 35 U.S.C. 112, second paragraph. 

Such claims should also be rejected under 35 U.S.C. 101 based on the theory that the 
claim is directed to neither a "process" nor a "machine," but rather embraces or overlaps 
two different statutory classes of invention set forth in 35 U.S.C. 101 which is drafted so 
as to set forth the statutory classes of invention in the alternative only. Id. at 1 551 . 



The claims require both apparatus and method steps, specifically, the step of 
closing (claim 1 , line 6) , the activating of the generator (line 1 1 ), the employing (line 1 ), 
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the drawing process (line 1), the supplying of claim 11, and the providing of claim 12. 
Since the claim is directed to neither a process nor a machine, applicant cannot obtain a 
patent therefore. 

Similarly, the following 1 12 rejection is made: 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As indicated above, since the claims requires both apparatus and method steps, 
it is unclear what the claim actually requires. For example it is unclear whether the 
method steps can be interpreted as "capable of type limitations. 

Claim 1 , (line 5) it is unclear what the "-" in "-cooling" means (or if it is just a typo). 
The same applies to all the other occurrences of Line 1 1 : it is unclear if "based a" 
should be "based upon a". 

Claim 3 refers to a stacked structure. Examiner saw no mention of this when 
reading the specification. Examiner also did a text search of the present specification 
for the term, but there were no hits. Thus it is unclear whether the claim means that the 
cooling body is inside a structure that is stacked (which would be the literal meaning), 
or whether the phrase is misplaced (i.e. the generators are in a stacked 
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formation/structure). Since the specification does not indicate what it the structure 
actually is, the public is not reasonably notified as to what the metes and bounds of the 
invention is. 

Claim 5: there is confusing antecedent basis for the jig. Claim 4 already 
(apparently) requires that a jig be along the fiber. One would not understand whether 
claim 5 requires a second jig, or something else. 

Claim 7: there is no antecedent basis for "the.. .jigs" - claim 4 only requires that 
there be one. It is unclear if claim 7 requires that there be more than one. Likewise for 
claim 1 3: there is no antecedent basis for "the. . . generators". 

Claim 1 : it is unclear what is meant by "activated" (line 1 1 ). Examiner could find 
no mention in the specification of the generator being activated - thus it would seem 
that one would not be able to ascertain what is meant by this. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-13 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 
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Examiner could find no support for the newly claimed requirement that the 
generator is "activated" or that it is based on speeds of the fiber - either explicit or 
implicit. This is deemed to be a prima facie showing on failure to comply with the 
requirement. The burden is now on Applicant to show the requirement is complied with, 
or to amend the claims so that they comply. 

Specification 

The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1 ) and MPEP § 608.01 (o). Correction 
of the following is required: The stacked structure is not mentioned in the specification. 
Nor is the generator being activated based upon the speeds of the fiber. 

Drawings 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "the cooling body 
in a stacked structure" (claim 3) must be shown or the feature(s) canceled from the 
claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1 .121 (d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
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is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121 (d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 



Application/Control Number: 10/615,711 
Art Unit: 1731 



Page 7 



the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-3, 8, 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Linden 49666 15 in view of Sapsford 5568728. 

See the prior Office actions for the manner in which the art is combined. As 
mentioned above, the claims have method steps and it is unclear what the metes and % 
bounds are of hybrid claims. Thus, it is deemed that the broadest reasonable 
interpretation of the claims is that all steps required by the claims are "capable of type 
limitations. It is clear that all of the capable of type steps could be applied to the Linden 
apparatus. 

Claims 9 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Linden 4966615 in view of Sapsford 5568728 as applied to claim 1 above, and further in 
view of Hisashi (jp6219789). 

See the prior Office actions for the manner in which Hisashi is applied to the 
other references. 
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Claims 4-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Linden 4966615 in view of Sapsford 5568728 as applied to claim 1 above, and further in 
view of Ghani (2003/0205066) 

See the prior Office actions for the manner in which Ghani is applied to the other 
references. 

Response to Arguments 

Applicant's arguments filed 24 January 2006 have been fully considered but they 
are not persuasive. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1 986). Thus it does not matter that Linden does not have the left and right bodies - the 
rejection is not based on Linden alone. 

As to the argument that the art does not have the parts closing and the generator 
activated. As indicated above, the broadest reasonable interpretation of the claims is 
that the closing and activation are "capable of type limitations, and the combination 
would clearly meet these limitations. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the means of opening closing and controlling) are not recited in the rejected 
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claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

It is also argued that the prior art fails to teach a generator based upon speed. 
First of all, the claim requires "speeds" not one speed. But more importantly, as 
indicated above, activation is method step, not structure. 

Applicant points out there is nothing inherently wrong with defining some part of 
an invention in functional terms. Examiner agrees. Congress clearly sanctioned 
functionality in 35 USC 1 12, 6 th paragraph. However that does not mean the converse 
(that ALL functional terms are ALWAYS proper/definite) is true. The present claims 
recite more than mere functional language; the present claims also requires explicit 
steps. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is (571 ) 272 
1 1 91 . The examiner can normally be reached on Monday through Friday, 7:00- 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 1 0/61 5,71 1 Page 1 0 

Art Unit: 1731 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, coptj^pt the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





yjohn Hoffmann 
Primary Examiner 
Art Unit 1731 
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